TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23 and
25 to 27.* daim24 has been allowed. dains 10, 19 and 20

have been wi thdrawn from consi deration under 37 CFR 8§ 1.142(b)

' Cainms 9, 12 and 16 were anended subsequent to the fina
rejection.
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as being drawn to a nonelected invention. Cains 1 to 3, 6,

8, 13, 14 and 21 have been cancel ed.

W AFFI RM
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BACKGROUND

The appel lants' invention relates to an article of
clothing to be worn about the head (specification, p. 1). A
substantially correct copy of the clains under appeal is set
forth in the appendix to the appellants' brief. An
under st andi ng of the invention can be derived froma reading
of exenplary claim22 which is reproduced bel ow.

22. An article of clothing to be worn on the head of
a user and adapted for use with sport goggles which have
a height and width, said article of clothing conprising:

a mask menber fornmed of a first material that is
i nsul ative and wi nd-resistant, said nask nmenber bei ng
sized to snugly cover a portion of the face of a user and
said mask nenber having a m ddl e edge for positioning
above the nouth and bel ow the nose of a user, a perineter
whi ch includes an upper edge for positioning under the
eyes of a user and a | ower edge for positioning belowthe
nout h of a user;

a head menber fornmed of a second material different
fromsaid first material, said second nmaterial being
cl osely woven and el astically deformable, said head
menber being sized to substantially enclose the head of a
user and fixedly connected to said nask nenber al ong at
| east a portion of said perinmeter of said mask nenber
excl udi ng said upper edge, said head nenber and said mask
menber together being sized to conpletely surround the
head of a user, and said head nenber having a head edge
for positioning above the eyes of a user;

an eye opening fornmed to register with the eyes of a
user, said eye opening being defined by said head edge
spaced from sai d upper edge of said nask nenber a hei ght
| ess than the height of protective sport goggles; and

a scarf portion unitarily forned to be an extension
of said head nmenber for extending dowwardly fromsaid
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head nenber to be positionable around and proxi mate the
neck of a user, said scarf portion being fixedly
connected to said mask nenber along a portion of said
perineter of said nmask nmenber excl udi ng said upper edge.
The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Enst en 2,039,478 May 5,
1936
Rei sen 3, 725, 956 Apr. 10,
1973
Carey et al. 5,214, 804 June 1,

1993
(Carey)

Clains 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23 and 25 to 27
stand rejected under 35 U S.C. § 112, second paragraph, as
being indefinite for failing to particularly point out and
distinctly claimthe subject matter which the appellants

regard as the invention.

Clainms 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23 and 25 to 27
stand rejected under 35 U. S.C. 8 103 as bei ng unpatentabl e

over Carey in view of Ensten and Rei sen.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 18, mailed August 1, 1997) and the answer (Paper No. 28,
mai | ed August 17, 1998) for the exam ner's conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 27,
filed June 26, 1998) and reply brief (Paper No. 29, filed

Cctober 19, 1998) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

det er m nati ons which foll ow.

I n accordance with 37 CFR §8 1.192(c)(7), we have sel ected
claim 22 as the representative claimfromthe appellants

grouping of clains 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23 and 25
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to 27 to decide the appeal on each of the above-noted

rejections. See page 3 of the appellants' brief.

The i ndefiniteness issue
W will not sustain the rejection of clains 4, 5, 7, 9,
11, 12, 15 to 18, 22, 23 and 25 to 27 under 35 U. S.C. § 112,

second par agr aph.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the | anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |level of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for

conpliance with the requirenent for definiteness of 35 U S. C
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8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner m ght desire. |If the scope of the

i nvention sought to be patented can be determi ned fromthe

| anguage of the clains with a reasonabl e degree of certainty,
arejection of the clains under 35 U.S.C. § 112, second

par agraph, is inappropriate.

Furthernore, the appellants may use functional | anguage,
alternative expressions, negative limtations, or any style of
expression or format of clai mwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Sw nehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmy not be rejected solely because of
the type of | anguage used to define the subject matter for

whi ch patent protection is sought.
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Wth this as background, we analyze the specific
rejection under 35 U S.C. 8§ 112, second paragraph, nade by the
exam ner of the claim22. The exam ner determ ned (answer, p.
4) that the term"the height of protective sport goggles" is
i ndefinite because sport goggles are manufactured in a variety

of different heights.

W agree with the appellants (brief, pp. 3-7, and reply
brief, pp. 2-3) that claim?22 is not indefinite.
Specifically, we agree with the appellants that the nere
breadth of claim22 does not in and of itself nmake claim 22
indefinite.? Additionally, we believe that claim 22 when read
in light of the second full paragraph of page 9 of the
specification defines the netes and bounds of the clained
i nvention with a reasonabl e degree of precision and
particularity. In that regard, it is our view that broadest

reasonabl e interpretation consistent with the specification®

2 Breadth of a claimis not to be equated with
indefiniteness. See Inre Mller, 441 F.2d 689, 169 USPQ 597
(CCPA 1971).

8 See |n re Morris, 127 F.3d 1048, 1054, 44 USP@d 1023,
(continued. . .)
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of the term"the height of protective sport goggles"” is that
the height of the eye opening is less than the tallest height

of sport goggl es.

We al so agree with the appellants that the other
i ndependent cl ains on appeal (i.e., clains 23, 25, 26 and 27)
are not indefinite for the reasons set forth above with

respect to claim22.

For the reasons set forth above, the decision of the
exam ner to reject clains 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23
and 25 to 27 under 35 U.S.C. § 112, second paragraph, is

rever sed

The obvi ousness i ssue
We sustain the rejection of clains 4, 5, 7, 9, 11, 12, 15

to 18, 22, 23 and 25 to 27 under 35 U.S.C. 8§ 103.

3C...continued)
1027 (Fed. Cir. 1997). See also In re Sneed, 710 F.2d 1544,
1548, 218 USPQ 385, 388 (Fed. Cir. 1983).
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The test for obviousness is not whether the features of a
secondary reference may be bodily incorporated into the
structure of the primary reference; nor is it that the clainmed
i nvention nust be expressly suggested in any one or all of the
references. Rather, the test is what the conbined teachings of
the references woul d have suggested to those of ordinary skill
in the art.

In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA

1981).

Carey discloses an article of clothing 10 including a
protective mask 12 with a scarf 14 conbined therewith. As
shown in Figure 2, the nask nenber 12 is sized and shaped to
fit about the face and has an upper edge which extends al ong
the | ower part of the eye socket areas of the user and
contouredly over the nose. The mask nenber also has a | ower
edge which extends under the chin and upwardly toward the
upper edge on both sides of the face rearward of the eye
socket areas. The scarf menber 14 is secured to the mask
nmenber al ong the | ower edge. The scarf nenber is sized to

extend downwardly fromthe | ower edge substantially the height
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of the neck. The scarf menber extends in width rearwardly
about the neck on both sides of the head. Securing neans are
associ ated with the scarf nmenber to secure the article of

cl ot hi ng about the head of the user and preferably behind the
head of the user. As shown in Figure 1, the mask nenber 12

i ncludes a mddl e edge 68 fornmed under the nose of the user.
Carey teaches (colum 2, lines 4-12, and colum 5, lines 17-
28) that the nmask nenber 12 is preferably a cl osed-cel
neoprene with an internal fleece |ayer |amnated thereto and
an external water-resistant material (e.g., LYCRA™ is also

| am nated thereto. Carey also teaches (columm 2, lines 13-16,
and colum 4, |ines 42-55) that the scarf nmenber is desirably
made of a soft, stretchable material, preferably, the scarf
menber is nmade of fleece-like material such as POLAR TEC™ As
shown in Figure 2, the article of clothing 10 is positioned
about the user's head 78 which is shown in phantom A cap 80
i's positioned about the head 78 al ong with goggles 82 which
have a strap 84 extending rearwardly about the head 78. Carey
teaches (colum 5, lines 60-63) that the | ower portion of the

goggl es 82 is cut away and not shown and that the cut away
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portion fits over the top 79 of the mask nenber 12 and nore

specifically over an upper edge 16 of the mask nenber.

Ensten discloses a knitted article of headwear which
covers the head, neck and | ower portion of the face of the
face, leaving the eyes and nose of the user exposed as shown
in Figure 1. The headwear includes a crown or skull covering
portion 1 and |lower portion 2 which constitutes a neck piece

and face-cover portion.

In applying the above-noted test for obviousness, we
reach the conclusion that it would have been obvious at the
time the invention was nade to a person having ordinary skil
in the art to extend the scarf nenber of Carey to cover the
crown or skull of the user as suggested by the headwear of
Ensten for the self-evident advantages thereof (e.g., no need

for a separate cap).*

4 We regard the exam ner's application of the teachings of
Rei sen to be nere surplusage since Carey's scarf nenber is
made of closely woven and el astically deformable materi al
(i.e., a fleece-like material such as POLAR TEC™
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The argunents advanced by the appellants (brief, pp. 8-
11, and reply brief, pp. 3-5) are unpersuasive for the
foll owi ng reasons. First, the appellants have argued
deficiencies of each reference on an individual basis,
however, it is well-settled that nonobvi ousness cannot be
establ i shed by attacking the references individually when the
rejection is predicated upon a conbination of prior art

di sclosures. See In re Merck & Co. Inc., 800 F.2d 1091, 1097,

231 USPQ 375, 380 (Fed. Cir. 1986). Secondly, we note that
all of the features of the secondary reference need not be
bodily incorporated into the primary reference (see In re

Keller, supra, at 642 F.2d 425, 208 USPQ 881) and the arti san

is not conpelled to blindly follow the teaching of one prior
art reference over the other without the exercise of

i ndependent judgnent (see Lear Siegler, Inc. v. Aeroquip

Corp., 733 F.2d 881, 889, 221 USPQ 1025, 1032 (Fed. Gir
1984)). Lastly, we note that while there nust be sone
teachi ng, reason, suggestion, or notivation to conbi ne

exi sting elenents to produce the clainmed device, it is not
necessary that the cited references or prior art specifically

suggest maki ng the conbination (see B.F. Goodrich Co. v.
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Aircraft Braking Systems Corp., 72 F.3d 1577, 1583, 37 USPQ@d

1314, 1319 (Fed. Cir. 1996) and In re N lssen, 851 F.2d 1401,

1403, 7 USPQ2d 1500, 1502 (Fed. Cir. 1988)) as the appellants
woul d apparently have us believe. Rather, as stated above,
the test for obviousness is what the conbi ned teachings of the
references woul d have suggested to one of ordinary skill in
the art. Moreover, in evaluating such references it is proper
to take into account not only the specific teachings of the
references but also the inferences which one skilled in the
art woul d reasonably be expected to draw therefrom |n re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). In
this case, it is our opinion that the conbined teachings of
Carey and Ensten woul d have nmade it obvious at the tine the

i nvention was made to a person having ordinary skill in the
art to arrive at the subject nmatter of claim?22 for the

reasons set forth above.

For the reasons set forth above, the decision of the
examner to reject claim?22 under 35 U S.C. 8 103 is affirned.

In accordance with 37 CFR 8 1.192(c)(7), clainms 4, 5, 7, 9,
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11, 12, 15 to 18, 23 and 25 to 27 fall with claim22. Thus,
it follows that the decision of the examner to reject clains
4, 5, 7, 9, 11, 12, 15 to 18, 23 and 25 to 27 under 35 U. S.C

8§ 103 is also affirned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 4, 5, 7, 9, 11, 12, 15 to 18, 22, 23 and 25 to 27 under
35 U.S.C. 8 112, second paragraph, is reversed and the
deci sion of the examner to reject clains 4, 5, 7, 9, 11, 12,
15 to 18, 22, 23 and 25 to 27 under 35 U. S.C. 8§ 103 is

affirned.

Since at | east one rejection of each of the appeal ed
cl ains has been affirmed, the decision of the exam ner is

affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).
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